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Viacom’s complaint asserted the unauthorized use of tens of thousands of television
clips it had located on YouTube. When alerted to the specific locations of these videos -
pursuant to the requirements for DMCA takedown requests in Section 512(c)(3) - You-
Tube removed the content in less than 24 hours. From Viacom’s perspective, however,
YouTube was “not only generally aware of, but welcomed, copyright infringing material
being placed on their website. Such material was attractive to users, whose increased
usage enhanced [YouTube’s] income from advertisements displayed on certain pages
of the website, with no discrimination between infringing and non-infringing content.”
Viacom at 6. The knowledge of widespread infringing activity on the site, Viacom al-
leged, imposed an obligation on YouTube to police its site, and YouTube’s failure to do
so - while it profited from the unlawful acts of its users - rendered it liable for inducing
infringement, as well as other offenses.

In response, YouTube contended that the meaning of “knowledge” in Section 512(c)
required service providers to remove or disable access to infringing content only when
notified of specific and identifiable infringements of particular individual items. Since it
had fulfilled its duty to remove such content “expeditiously” when notified by Viacom,
YouTube argued that it should bear no liability.

Judge Stanton looked to the legislative history and case law, noting that:

To let knowledge of a generalized practice of infringement in the indus-
try, or of a proclivity of users to post infringing materials, impose respon-
sibility on service providers to discover which of their users’ postings
infringe a copyright would contravene the structure and operation of the
DMCA.

Furthermore, it “makes sense” that copyright owners should bear the burden of enforce-
ment, wrote the judge: “[T]he infringing works in suit may be a small fraction of millions
of works posted by others on the service’s platform, whose provider cannot by inspec-
tion determine whether the use has been licensed by the owner, or whether its posting

is a ‘fair use’ of the material, or even whether its copyright owner or licensee objections
to its posting.” The court drew a parallel with the recent decision of the U.S. Court of Ap-
peals for the Second Circuit in a case regarding eBay’s potential trademark infringement
liability for failing to act in response to “ubiquitous” sales of counterfeit Tiffany jewelry
on eBay. Tiffany v. eBay, 600 F.3d 93, 107 (2d Cir. April 1, 2010) (holding that “for Tif-
fany to establish eBay’s contributory liability, Tiffany would have to show that eBay ‘knew
or had reason to know of specific instances of actual infringement’ beyond those that it
addressed upon learning of them”). The DMCA, wrote the court, “by a different tech-
nique...applies the same principle.” A line of cases involving secondary copyright liability
for peer-to-peer services, such as Napster and Grokster, was deemed inapplicable since
YouTube - unlike those service providers - had complied with its DMCA obligations.

The court concluded that the DMCA requires service providers to remove or disable ac-
cess to infringing content only when the copyright owner notifies them of “specific and
identifiable infringements of particular individual items.” Viacom at 7. “[T]he burden is
on the owner to identify the infringement. General knowledge that infringement is ‘ubig-
uitous’ does not impose a duty on the service provider to monitor or search its service
for infringements.” Id. at 20.
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Analysis

Although Viacom v. YouTube is not binding upon other federal courts, the District Court
for the Southern District of New York is an influential forum for copyright disputes; this
opinion will provide support for those who believe that the DMCA's notice and takedown
procedures are working effectively. InJudge Stanton’s view, “the present case shows that
the DMCA notification regime works efficiently,” since YouTube was able to remove the
offending content expeditiously when notified of it.

For website owners, Viacom v. YouTube presents a reminder of the importance of strict
compliance with the DMCA. In this case, YouTube’s designation of a DMCA agent - ef-
fected by the filing of a simple form with the U.S. Copyright Office and payment of a
$1065 filing fee - along with its “expeditious” response to Viacom’s complaint following
a notification sent to that designated agent, defeated a $1 billion claim at the summary
judgment phase of trial. Provided that online service providers effectively follow DMCA
notice and takedown procedures, the Viacom case holds that they are entitled to enjoy a
safe harbor. This demonstrates how important it is for copyright owners to monitor and
make complaints against unlawful uses of their works on the Internet.

This case is being interpreted, on the one hand, as good news for web start-up business-
es, which could have been impeded with greater liability exposure by a ruling in favor

of Viacom and, on the other hand, as a loss for individual artists who lack the means to
conduct online investigations to protect their works. Some copyright owners likely will
support a rehearing by the U.S. Court of Appeals for the Second Circuit. Although the
district court focused on the meaning of “knowledge,” appellate review possibly could
hinge on the interpretation of other terms in Section 512(c). For example, although the
district appeared to accept that “storage” encompasses not only transmissions of stored
material to and from a person storing it, but also transmission of that material to millions
of third-party viewers for entertainment purposes, the circuit court might differentiate
between “storage” uses protected by 512(c) and public performances. Similarly, the is-
sue of whether YouTube reaped a “financial benefit directly attributable to the infringing
activity” could be revisited. And finally, the legislative history cited by the District Court -
which occupies a substantial portion of the ruling - might be re-examined to determine
whether the DMCA was intended to provide broad immunity for user-generated content.
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